Appln. No. 10/679,900 

Office Action dated February 28, 2007 

Amendment dated June 28, 2007 

REMARKS/ARGUMENTS 

Reconsideration of the present application is respectfully requested. Claims 1, 2, 
1 1-15, 17-32, 34-38, 40-49, and 51-54 are pending herein. Claims 1, 25, 29, 30, 51, and 52 have 
been amended herein. Applicant submits that no new matter has been added by way of these 
amendments. 

Sequence Compliance 

Attached hereto are: A Response to Sequence Compliance, A Written sequence 
listing, a computer readable form (CFR) of sequence listing, a declaration, and an amendment. 

Rejections based on 35 U.S.C. § 101 

Claims 1, 2, 11-15, 17-32, 34-38, 40-49, and 51-54 have been rejected under 35 
U.S.C. § 101 because the claimed invention is directed to non-statutory subject matter. See, 
Office Action at p. 3. 

With respect to independent claims 1, 29, 51, and 52, the method and computer- 
readable medium claims have been amended such that the mutation is presented using one or 
more standards, e.g., the user-preferred standard, the published standard, or a combination 
thereof. As such, Applicant submits that independent claims 1, 29, 51, and 52 produce a tangible 
result and request withdrawal of the §101 rejection of these claims. As claims 2, 11-15, 17-28, 
and 30-32 depend directly or indirectly from independent claims 1, 29, 51, and 52, Applicant 
requests withdrawal of the §101 rejection of these claims as well. 

With respect to independent claims 34, 46, 53, and 54, Applicant submits that 
claims 34, 46, 53, and 54 are directed to a computer system. "A machine claim is statutory when 
. . . a specific machine is being claimed (as in Alappat, 33 F.3d at 1544, 31 USPQ2d at 1557 (en 
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banc)." MPEP § 2106. As such, Applicant requests withdrawal of the §101 rejection of claims 
34, 46, 53, and 54. As claims 35-38, 40-45, and 47-49 depend from independent claims 34 and 
46, Applicant requests withdrawal of the §101 rejection of these claims as well. 

Claims 1, 2, 11-15, 17-32, 34-38, 40-49, and 51-54 have also been rejected under 
35 U.S.C. § 101 because the claimed invention is not supported by either a specific, substantial 
asserted utility or a well established utility. Applicant respectfully traverses this rejection and 
asserts that the claimed invention has patentable utility. Claims 1, 2, 11-15, 17-32, 34-38, 40-49, 
and 51-54 are directed to a new and useful process (method), computer-readable medium, and 
computer system for documenting mutations and presenting mutations. 

According to MPEP Section 2107.01 "[practical utility is a shorthand way of 
attributing 'real-world' value to claimed subject matter. In other words, one skilled in the art can 
use a claimed discovery in a manner which provides some immediate benefit to the public. 
Nelson v. Bowler, 626 F.2d 853, 856, 206 USPQ 881, 883 (CCPA 1980)." Applicant submits 
that the method for documenting mutations and presenting mutations has an immediate benefit to 
the public by allowing mutations to be presented using published standards or user-preferred 
standards. Applicant respectfully submits that documenting mutations and presenting mutations 
as claimed in independent claims 1, 29, 34, 46, 51-54, as amended herein, provide an immediate 
benefit for the public. The documented and presented mutations allow a user to view mutations 
using published standards or user-preferred standards. See Specification, paragraphs [0006], 
[0007], [0046] and [0047]. 

Furthermore, according to MPEP Section 2107.01, "[practical considerations 
require the Office to rely on the inventor's understanding of his or her invention in determining 
whether and in what regard an invention is believed to be 'useful.' Because of this, Office 
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personnel should focus on and be receptive to assertions made by the applicant that an invention 
is 'useful* for a particular reason." Applicant respectfully submits that the invention as claimed is 
"useful" as described above and requests withdrawal of the § 101 rejection of claims 1, 2, 11-15, 
17-32, 34-38, 40-49, and 51-54. 

Rejections based on 35 U.S.C. § 112, first paragraph 

Claims 1, 2, 11-15, 17-32, 34-38, 40-49, and 51-54 have been rejected under 35 
U.S.C. § 112, first paragraph, because one skilled in the art clearly would not know how to use 
the claimed invention since the claimed invention is not supported by either a specific, 
substantial asserted utility or a well established utility. Because the claimed invention is 
supported by a patentable utility and, accordingly, does not have a deficiency under 35 U.S.C. 
§ 101, as discussed hereinabove, Applicant respectfully traverses this rejection and asserts that 
the claimed invention has no such deficiency under 35 U.S.C. § 112, first paragraph. As such, 
Applicant respectfully submits that one skilled in the art would know how to use the claimed 
invention and requests withdrawal of the § 112, first paragraph rejection of claims 1, 2, 11-15, 
17-32, 34-38, 40-49, and 51-54. 

Rejections based on 35 U.S.C. § 112, second paragraph 

Claim 25 is rejected under 35 U.S.C. § 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter of the invention. 

In particular, claim 25 has been rejected for reciting "receiving regarding the 
observed mutation." In response, the Applicant has amended claim 25 to recite "receiving an 
observed mutation value." As such, Applicant requests withdrawal of the §112, second 
paragraph rejection of claims 25. 
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Rejections based on 35 U.S.C. § 102(b) 

"A claim is anticipated only if each and every element as set forth in the claim is 

found, either expressly or inherently described, in a single prior art reference." Verdeggal 
Brothers v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ 2d 1051, 1053 (Fed. Cir. 
1987). 'The identical invention must be shown in as complete detail as is contained in the . . . 
claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 2 USPQ 2d 1913, 1920 (Fed. Cir. 
1 989). See also, MPEP §2131. 

Claims 1, 2, 11, 13, 14, 17-24, 26, 27, and 29-31 have been rejected under 35 
U.S.C. 102(b) as being anticipated by "Mutation Nomenclature Extensions and Suggestions to 
Describe Complex Mutations: A Discussion" to Dunnen et al. (hereinafter the "Dunnen 
reference"). As the Dunnen reference fails to describe, either expressly or inherently, each and 
every element as set forth in the rejected claims, Applicant respectfully traverses this rejection, 
as hereinafter set forth. 

Independent claim 1, as amended herein, relates to a method in a computing 
environment for documenting mutations. The method comprises receiving mutation information 
and disassembling the mutation information into discrete elements. The discrete elements are 
stored such that the mutation may be presented using both user-preferred and published 
standards. The mutation is presented using the user-preferred standard, the published standard, 
or a combination thereof. 

By way of contrast, the Dunnen reference describes suggestions for reporting 
complex mutations in a unified manner. (Abstract). Although the Dunnen reference discusses 
mutation nomenclature, the Dunnen reference does not teach or suggest disassembling the 
mutation information into discrete elements, storing the discrete elements, or presenting the 
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mutation using either a user-preferred standard or a published standard. Rather, the Dunnen 
reference merely provides suggestions for mutation nomenclature. There is no discussion of 
disassembling the mutation information into discrete elements so that the mutation may be 
presented using both user-preferred and published standards. 

As such, it is respectfully submitted that the Dunnen reference fails to anticipate 
independent claim 1, as amended herein. Accordingly, withdrawal of the 35 U.S.C. § 102(b) 
rejection of this claim is respectfully requested. Claim 1 is believed to be in condition for 
allowance and such favorable action is requested. As claims 2, 11-15, and 17-28 depend directly 
or indirectly from claim 1, withdrawal of the 102(b) rejection of these claims is requested as 
well. 

Independent claim 29, as amended herein, recites a method in a computing 
environment for presenting mutations. The method comprises obtaining the discrete elements 
for mutation information and obtaining at least one standard for presenting the mutation 
information. The method further comprises assembling the mutation information utilizing the 
discrete elements and the at least one standard of presentation as well as presenting the mutation 
using the at least one standard of presentation. 

By way of contrast, the Dunnen reference describes suggestions for reporting 
complex mutations in a unified manner. (Abstract). The Dunnen reference, however, does not 
teach or suggest assembling the mutation information utilizing the discrete elements and the at 
least one standard of presentation. Further, the Dunnen reference does not teach or suggest 
presenting the mutation using the at least one standard of presentation. Rather, the Dunnen 
reference merely provides suggestions for mutation nomenclature. There is no discussion of 
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assembling mutation information based on the obtained discrete elements and standard of 
presentation. Furthermore, there is no discussion of presenting an assembled mutation. 

As such, it is respectfully submitted that the Dunnen reference fails to anticipate 
independent claim 29, as amended herein. Accordingly, withdrawal of the 35 U.S.C. § 102(b) 
rejection of this claim is respectfully requested. Claim 29 is believed to be in condition for 
allowance and such favorable action is requested. As claims 30-31 depend directly or indirectly 
from claim 29, withdrawal of the 102(b) rejection of these claims is requested as well. 

Rejections based on 35 U.S.C. § 103 

The basic requirements of a prima facie case of obviousness are summarized in 
MPEP §2143 through §2143.03. In order "[t]o establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference or combine reference teachings. Second, there must be a reasonable 
expectation of success [in combining the references]. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both 
be found in the prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 
USPQ2d 1438 (Fed. Cir. 1991)." MPEP § 2143. Further, in establishing a prima facie case of 
obviousness, the initial burden is placed on the Examiner. "To support the conclusion that the 
claimed invention is directed to obvious subject matter, either the references must expressly or 
impliedly suggest the claimed invention or the examiner must present a convincing line of 
reasoning as to why the artisan would have found the claimed invention to have been obvious in 
light of the teachings of the references. Ex parte Clapp, 227 USPQ 972, 973 (Bd. Pat. App. & 
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Inter. 1985)." Id. See also MPEP § 706.02(j) and § 2142. Recently, the Supreme Court 
elaborated, at pages 13-14 of KSR, it will be necessary for [the Office] to look at interrelated 
teachings of multiple [prior art references]; the effects of demands known to the design 
community or present in the marketplace; and the background knowledge possessed by [one of] 
ordinary skill in the art, all in order to determine whether there was an apparent reason to 
combine the known elements in the fashion claimed by the [patent application]." KSR v. 
Teleflex, 127 S. Ct. 1727. 

Claims 34-37, 40-49, and 51-54 have been rejected under 35 U.S.C. § 103(a) as 
being unpatentable over "Mutation Nomenclature Extensions and Suggestions to Describe 
Complex Mutations: A Discussion" to Dunnen et al. (hereinafter "the Dunnen Reference") as 
applied to claims 1, 2, 11, 13, 14, 17-24, 26, 27, 29-31 in view of DNA Star Sequence Analysis 
System (hereinafter "the DNA Star reference"). Applicant submits that a prima facie case of 
obviousness for the rejection of claims 34-37, 40-49, 51-54 under § 103 (a) has not been 
established. 

As neither the Dunnen nor DNA Star references, alone or in combination, teach or 
suggest all of the claimed features of independent claims 34, 46, and 51-54, as amended herein, 
Applicant traverses the rejection. As discussed above, the Dunnen reference fails to teach or 
suggest all of the claimed features of the rejected independent claims. 

In addition, the DNA Star reference also fails to teach or suggest all of the 
claimed features of the rejected independent claims. Although the DNA Star reference discusses 
sequence analysis, the DNA Star reference does not teach or suggest disassembling the mutation 
information into discrete elements, assembling the mutation information utilizing the discrete 
elements and a standard of presentation, storing the discrete elements, or presenting the mutation 
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using either both user-preferred and published standards. Rather, the DNA Star reference merely 
mentions analysis tools. 

Accordingly, withdrawal of the 35 U.S.C. § 103 rejection of independent claims 
34, 46, and 51-54 is respectfully requested. Claims 34, 46, and 51-54, as amended herein, are 
believed to be in condition for allowance and such favorable action is requested. As claims 35- 
37, 40-45, and 47-49 depend directly or indirectly from independent claims 34 and 46, 
withdrawal of the 103 rejection of these claims is requested as well. 

Claims 15, 28, 32, 38, and 49 have been rejected under 35 U.S.C. § 103(a) as 
being unpatentable over "Mutation Nomenclature Extensions and Suggestions to Describe 
Complex Mutations: A Discussion" to Dunnen et al. as applied to claims 1, 2, 1 1, 13, 14, 17-24, 
26, 27, 29-31 in view of "Quality Control in the Discovery, Reporting, and Recording of 
Genomic Variation" to Cotton et al. (hereinafter the "Cotton reference"). Applicant submits that 
a prima facie case of obviousness for the rejection of claims 15, 28, 32, 38, and 49 under § 103 
(a) has not been established. 

As neither the Dunnen nor Cotton references, alone or in combination, teach or 
suggest all of the claimed features of dependent claims 15, 28, 32, 38, and 49, Applicant 
traverses the rejection. As discussed above, the Dunnen reference fails to teach or suggest all of 
the claimed features of the independent claims 1, 29, 34, and 46. 

In addition, the Cotton reference also fails to teach or suggest all of the claimed 
features of the rejected independent claims. Although the Cotton reference discusses quality 
control in the discovery, reporting, and recording of genomic variation, the Cotton reference does 
not teach or suggest disassembling the mutation information into discrete elements, assembling 
the mutation information utilizing the discrete elements and a standard of presentation, storing 
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the discrete elements, or presenting the mutation using either both user-preferred and published 
standards. Rather, the Cotton reference merely discusses quality control. 

As claims 15, 28, 32, 38, and 49 depend either directly or indirectly from 
independent claims 1, 29, 34, and 46, withdrawal of the 103(a) rejection of dependent claims 15, 
28, 32, 38, and 49 is requested as well. As such, it is respectfully submitted that the Dunnen 
reference and the Cotton reference fail to establish a prima facie case of obviousness. 
Accordingly, withdrawal of the § 103(a) rejection of claims 15, 28, 32, 38, and 49 is respectfully 
requested. 
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Conclusion 



For the reasons stated above, claims 1, 2, 11-15, 17-32, 34-38, 40-49, and 51-54 



are now in condition for allowance. Applicant respectfully requests withdrawal of the pending 
rejections and allowance of claims 1, 2, 11-15, 17-32, 34-38, 40-49, and 51-54. If any issues 
remain that would prevent issuance of this application, the Examiner is urged to contact the 
undersigned by telephone prior to issuing a subsequent action. 

A payment in the amount of $120.00 is submitted herewith in conjunction with 
the requested one-month extension of time (37 C.F.R. 1.17(a)(1)). It is believed that no 
additional fee is due in conjunction with the present communication. However, if this belief is in 
error, the Commissioner is hereby authorized to charge any amount required to Deposit Account 
No. 19-21 12, referencing attorney docket number CRM. 107060. 

Respectfully submitted, 



SHOOK, HARDY & BACON L.L.P. 

2555 Grand Blvd. 

Kansas City, MO 64108-2613 

Tel: 816-474-6550 

Fax: 816-421-5547 




Kelly T. Feimster 
Reg. No. 57,781 
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